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Claim 8 provides for the use of folic acid, but, since the claim does 
not set forth any steps involved in the method/process, it is unclear what 
method/process applicant is intending to encompass. A claim is indefinite 
where it merely recites a use without any active, positive steps delimiting 
how this use is actually practiced. 

Claim 8 is rejected under 35 U.S.C. 101 because the claimed 
recitation of a use, without setting forth any steps involved in the process, 
results in an improper definition of a process, i.e., results in a claim which is 
not a proper process claim under 35 U.S.C. 101. See for example Ex parte 
Dunki, 153 USPQ 678 (Bd.App. 1967) and Clinical Products, Ltd. v. 
Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 

Claim 5 is rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

The recitation D3,3 is not understood and there is no basis for it in 
claim 1. Clarification is requested. 

Claims 1-8 are rejected under 35 U.S.C. 112, first paragraph, 
because the specification, while being enabling for phytosterol fatty acid 
ester, does not reasonably provide enablement for sterol fatty acid esters. 
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The specification does not enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to practice the invention 
commensurate in scope with these claims. It is not seen that cholesterol is 
contemplated as the sterol fatty acid ester of the claims. 

The following is a quotation of 35 U.S.C. 103(a) which forms the 
basis for all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-7 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Penteado (EP 1,155,699) in view of Suzuki (EP 
1,180,545) taken with Wester (6,162,483). 

Penteado discloses a nutritional composition of phytosterols, folic 
acid and other nutritional ingredients (abstract). The compositions are said 
to decrease cholesterol and homocysteine in the blood and therefore can 
be used for treatment of conditions related to heart disease (page 2, 
paragraph 0002). The ingredients of the composition are shown on page 3, 
paragraph 0033 to fall within the range of the claims and also include 
vitamin B6 and B12. The composition is made, as shown on page 4, 
paragraph 0040, by mixing all of the dry ingredients together with water and 
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fat and extruding it. The use of the composition in emulsions is mentioned 
as an alternative use of the product in paragraph 0042. The claims appear 
to differ from Penteado in the recitation of the inclusion of phytosterol 
esters or sterol fatty acid esters in the product. Suzuki discloses that 
vegetable sterol esters are more soluble in fat and oil than unesterified 
plant sterols (page 2, paragraph 0009). At page 16, column 0104 the 
application of the product to margarines and spread is suggested. It would 
have been obvious to one of ordinary skill in the art to substitute the 
phytosterol ester of Suzuki for the phytosterol of Penteado in a margarine 
emulsion in order to create a healthy spread with a solublized phytosterol 
ester. It is appreciated that the amount of oil and the kind of emulsion is 
not mentioned but margarines are known in the art to be water in oil 
emulsion with a lot of fat in them and Wester is relied upon to support this 
assertion. It is also appreciated that the process of combining the 
ingredients is not mentioned but Penteado does not disclose any criticality 
in the order of mixing. To mix the water soluble ingredients with water and 
the fat soluble ingredients with fat would have been an obvious way to 
combine the ingredients. 
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Wester discloses the use of phytosterol esters in margarine (see 
abstract and examples). The extent of fat in the composition The claims 
appear to differ from Wester 

Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Carolyn A Paden whose telephone 
number is (571 ) 272-1403. The examiner can normally be reached on 
Monday to Friday from 7 am to 3:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Milton Cano, can be reached by dialing 571-272- 
1398. The fax phone number for the organization where this application or 
proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained 
from the Patent Application Information Retrieval (PAIR) system. Status 
information for published applications may be obtained from either Private 
PAIR or Public PAIR. Status information for unpublished applications is 
available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on 
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access to the Private PAIR system, contact the Electronic Business Center 
(EBC) at 866-217-9197 (toll-free). 

/Carolyn Paden/ 
Primary Examiner 1794 



